AppL No. 10/626,747 

Amdt. dated March 6, 2006 

Reply to Office Action of December 5, 2005 

REMARKS/ARGUMENTS 

Reconsideration of this application under 37 C.F.R. 1.111 is respectfully requested. 
Claims 1 through 10 are pending in the application. Claims 6, 7, and 10 are amended. 
A separate request for a one month extension of time accompanies this response. The 
request provides authorization to charge Deposit Account Number 23-2656. 

1. Objection to Specification 

The Examiner objects to the abstract of the disclosure stating that the Applicants have 
used legal phraseology and other improper language. The Applicants have amended the 
abstract and removed the legal phraseology and other language to which the Examiner 
objects. Accordingly, it is requested that the objection to the abstract be withdrawn. 

2. Rejection under 35 U.S.C. § 112, second paragraph 

Claims 1 through 9 are rejected under 35 U.S.C. § 1 12, second paragraph, as being 
indefinite. Specifically, claim 1 is rejected for reciting the phrase "innocuous functional 
groups." The Examiner states that it would not be clear to one of ordinary skill in the art 
what is meant by the limitation "innocuous functional groups," and that the phrase is not 
defined in the specification. The Applicants respectfully traverse this rejection and request 
reconsideration as follows. 

The term "innocuous" is defined in the specification on page 13 at lines 1 1 
through 18. Applying this definition of "innocuous" to the limitation "innocuous functional 
groups" renders it clear to one of ordinary skill in the art that "innocuous functional groups" 
are those functional groups comprising moieties that do not adversely affect the desired 
properties of the alkaline earth metal salicylate detergent. 
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Accordingly, it is requested that the rejection of claiml through 9 under 35 U.S.C. 
§112, second paragraph, be withdrawn. 

Claims 6, 7, and 10 are also rejected under 35 U.S.C. § 1 12, second paragraph, as 
being indefinite. Specifically, these claims are rejected because they recite that the group "X r 
is styrene, but "the structure of X in claim 1 fails to show a vinyl group characteristic of 
styrene. Rather X is a repeat unit derived from styrene." 

It is well known to one of ordinary skill in the art that styrene is a monomer and, as 
the Examiner has indicated, once styrene undergoes polymerization it is not technically 
proper to refer to it as simply "styrene," although this practice often occurs in common 
parlance. For this reason, the applicants disclose in the specification on page 13 at line 19 
that "those skilled in the art will also recognize that X . . . can be considered a styrenic-type 
moiety." In view of the Examiner's objection and to advance to application to allowance, the 
applicants amended claims 6, 7, and 10 to replace "styrene" with "a styrenic-type moiety 
derived from a compound selected from the group consisting of styrene; ..." (claims 6 and 7) 
or simply "styrenic-type moiety" (claim 10). 

Accordingly, it is requested that the rejection of claims 6, 7, and 10 under 35 U.S.C. 
§ 1 12, second paragraph, as being indefinite, be withdrawn. 
3. Rejection under 35 U.S.C. § 103(a) 

Claims 1 through 10 are rejected under 35 U.S.C. § 103(a) as being unpatentable over 
U.S. Patent Number 5,744,430 to Inoue et al. in view of Hawley's Condensed Chemical 
Dictionary (12 th ed. 1993), pages 34 and 98. The Applicants respectfully traverse this 
rejection and request reconsideration as follows. 
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Inoue et al, disclose an engine oil composition with alkaline earth metal salicylate 
detergents as one of the essential components. The alkaline earth metal salicylate detergent 
includes a neutral alkaline earth metal salicylate represented by the general formula (I) 
disclosed in column 3 at lines 30 through 35 of the patent. The general formula (I) discloses 
only one hydrocarbon group, R\ which includes straight or branched alkyl, alkenyl, aryl, 
alkylaryl, and arylalkyl groups, especially an alkyl group with 12 to 30 carbon atoms. §ee 
Column 3 at lines 36 through 38.) 

In contrast, the present invention claims a neutral alkaline earth metal salicylate with 
either one or two hydrocarbon groups, X. If there are two hydrocarbon groups, X, the 
claimed compounds are clearly neither disclosed nor suggested by Inoue et al, which, as 
explained above, is directed solely to compounds having only one alkylaryl or arylalkyl 
group, if any at all. 

On the other hand, the instant claims require that a + b must be at least equal to 8. 
(See the specification on page 14 at lines 15 through 25.) Therefore, if the neutral alkaline 
earth metal salicylates of the present invention have only one hydrocarbon group X, i.e., if 
one of a or b is equal to zero, the remaining single group X must be equal to at least 8. Since, 
at a minimum, in accordance with the claimed structural formula, such an X must comprise at 
least 8 carbon atoms, the hydrocarbon group appended to the salicylic acid phenyl group can 
have no less than 64 carbon atoms. As seen above, the Inoue et aL appended chains have no 
more than 30 carbon atoms. Thus, even when only one X group is present, the compositions 
of Inoue et al and the present invention are so chemically different that the present invention 
would not be obvious to one of ordinary skill in the art. 
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Accordingly, it is requested that the rejection of claims 1 through 10 under 35 U.S.C. 
§ 103(a) as being unpatentable over U.S. Patent Number 5,744,430 to Inoue et al in view of 
Hawley's Condensed Chemical Dictionary (12 th ed. 1993), pages 34 and 98, be 
withdrawn. 

In view of the foregoing, it is submitted that this application is now in condition for 
allowance. Favorable consideration is requested. 



Respectfully submitted, 





Date 



Paul Grandinetti 
Registration No. 30,754 



Chemtura Corporation 
Benson Road 

Middlebury, Connecticut 06749 



(203) 573-2000 
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